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REMARKS 

Status of the Claims 

• Claims 1, 4, 6, 9, and 11-13 are pending in the Application. 

• Claims 1, 4, 6, 9, and 1 1-13 are rejected by the Examiner. 

• Claims 1 and 6 are formally amended by this response. Support for the 
amendments to claims 1 and 6 may be found throughout the 
specification and drawing figures and, more specifically on page 8, line 
39 - page 9, line 3. Thus, no new matter is added by the amendments to 
the claims. 

Claim Rejections Pursuant to 35 U.S.C. §103 

Claims 1, 4, 6, and 9 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 5,428,748 to Davidson in view of U.S. Patent No. 
6,073,244 to Iwazaki and in further view of U.S. Patent No. 5,664,166 to Meld. 
Applicant respectfully traverses the rejection. 

The failure of an asserted combination to teach or suggest each and every 
feature of a claim remains fatal to an obviousness rejection under 35 U.S.C. § 103. 
Section 2143.03 of the MPEP requires the "consideration" of every claim feature in an 
obviousness determination. To render a claim unpatentable, however, the Office must 
do more than merely "consider" each and every feature for this claim. Instead, the 
asserted combination of the patents must also teach or suggest each and every claim 
feature. See In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974) (emphasis added) 
(to establish prima facie obviousness of a claimed invention, all the claim features must 
be taught or suggested by the prior art). Indeed, as the Board of Patent Appeal and 
Interferences has recently confirmed, a proper obviousness determination requires that 
an Examiner make "a searching comparison of the claimed invention - including all its 
limitations - with the teaching of the prior art." See In re Wada and Murphy, Appeal 
2007-3733, citing In re Ochiai, 71 F.3d 1565, 1572 (Fed. Cir. 1995) (emphasis in 
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original). "If an independent claim is nonobvious under 35 U.S.C. 103, then any claim 
depending therefrom is nonobvious" (MPEP §2143.03, citing In re Fine, 837 F.2d 
1071, 5 USPQ2d 1596 (Fed. Cir. 1988)). 

Amended claim 1 provides a method for setting an operating parameter in a 
peripheral IC. The operating parameter is transmitted from a central IC using 
synchronous data transmission via a bus connection to the peripheral IC. The bus 
connection is a serial bus connection having a data line, a control line, and a clock line 
and a data transmission clock signal is derived from a system clock signal available to 
the central IC. The operating parameter is buffered in a preregister of the peripheral IC 
in which said operating parameter does not have an effect on a working process of the 
peripheral IC. A current operating parameter is stored in a working register of the 
peripheral IC, the working process is working with the current operating parameter 
stored in the working register. A start pulse is sent signaling a start of a data 
transmission from the central IC to the peripheral IC via the control line and a transfer 
pulse is sent from the central IC to the peripheral IC via the control line. The transfer 
pulse triggers transferring of the buffered operating parameter to the working register 
and the buffered operating parameter becomes active in the working process of the 
peripheral IC once written into the working register. The start pulse is transmitted on 
the control line with a rising edge of the system clock signal during an active high state 
of the data transmission clock signal present on the clock line and the transfer pulse is 
transmitted on the control line with a rising edge of the system clock signal when the 
data transmission clock signal is absent on the clock line. For the reasons presented 
below, Davidson alone or in combination with Iwazaki and/or Isfeld fail to teach or 
suggest each feature of the present claimed arrangement and thus the present claimed 
arrangement is patentable over Davidson with Iwazaki and/or Isfeld. 

Unlike the present claimed arrangement Davidson fails to teach or suggest 
"buffering the operating parameter in a preregister of the peripheral IC in which said 
operating parameter does not have an effect on a working process of the 
peripheral IC" and "a current operating parameter being stored in a working register 
7 
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of the peripheral IC, said working process working with the current operating 
parameter stored in said working register". Rather, Davidson provides a system that 
transmits a parameter to the peripheral circuit which immediately becomes active in the 
peripheral device. Thus, the structure and operation of Davidson is fundamentally 
different from and not equivalent to the present claimed arrangement because Davidson 
fails to teach or suggest "buffering the operating parameter in a preregister of the 
peripheral IC in which said operating parameter does not have an effect on a working 
process of the peripheral IC" as in the present claimed arrangement. 

Specifically, Davidson describes a method and apparatus for automatically 
configuring a computer peripheral. Davidson identifies and assigns an unused I/O 
address to a peripheral device (see column 2, lines 48 to 50). The solution proposed is 
based on a process for identifying an available I/O address and transmitting a logic 
trigger in the form of a sequence of signals directed at an infrequently used I/O address, 
along with configuration parameters for the identified I/O address. In response to that 
logic trigger, the peripheral device reads and stores the transmitted configuration 
parameters which are transmitted by the host computer data bus in a configuration 
register (see column 3, lines 9 to 18). Once the identified I/O address has been stored in 
a configuration register in the peripheral device, the peripheral device can thereafter be 
accessed by the host computer using commands directed at I/O address or at an 
associated range of I/O addresses (see column 3, line 18 to 23). Finally, by setting the 
last bit of the configuration register B, a special routine 56 is immediately initiated in 
the peripheral device, which then copies the received 3 bytes of configuration 
parameters into the EEPROM 58 for a permanent storage (see, column 8, lines 30 to 
53). However, setting the last bit and immediately initiating a process in the peripheral 
device is NOT equivalent to the present claimed arrangement which buffers an 
operating parameter for the peripheral device in "a preregister" which "does not have 
an effect on a working process of the peripheral IC" until a "the transfer pulse 
triggering transferring of the buffered operating parameter to the working register, 
wherein the buffered operating parameter becomes active in said working process of 
the peripheral IC once written into said working register". Davidson fails to provide 
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the components that would enable equivalent operation and instead transmits a 
parameter which automatically becomes active in the peripheral IC. 

Page 3 of the current Office Action equates the configuration register and the 
EEPROM 58 of Davidson with the present claimed "pre-register" and "working 
register", respectively. Applicant respectfully disagrees. Unlike the present claimed 
arrangement, the configuration register of Davidson fails to teach or suggest buffering 
the latest update of the operating parameter before that parameter becomes active in a 
working process. In Davidson, the parameter read and stored in the configuration 
register becomes immediately active in the peripheral IC. It is then stored in the 
EEPROM 58 so that it is always available for directing peripheral IC operation. This is 
fundamentally different from the claimed arrangement in which a new operating 
parameter is buffered and does not become active until transferred and written into the 
working register. In the present claimed arrangement, the working register wherein the 
"working process [in the peripheral IC] work[s] with the current operating parameter 
stored in said working register". Davidson fails to teach or suggest these features. 

In fact, Davidson teaches away from the present claimed arrangement (and the 
interpretation set forth in the Office Action) as shown in column 8, lines 7 to 15. 
Column 8, lines 7-15, clearly shows that, after the configuration register A has been 
loaded, the peripheral device 44 adopts the I/O base address defined by bits 0 to 2 in 
the register, and the peripheral device 44 thereafter responds to commands directed at 
addresses within its assigned address space. A person skilled in the art of IC circuit 
design and control would understand this means that the entry in the configuration 
register A immediately becomes active in the peripheral device and thus allows the 
peripheral device to take part in the communication with the host device. Thus, unlike 
the present claimed arrangement, the entry in configuration register A immediately 
affects the working process of the peripheral IC. Thus, Davidson fails to teach or 
suggest "buffering the operating parameter in a preregister of the peripheral IC in 
which said operating parameter does not have an effect on a working process of the 
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peripheral IC" as in the claimed arrangement. Furthermore, in Davidson, when the 
configuration information is transferred into the EEPROM 58 from the configuration 
register, this does not cause any change in the state of the peripheral device and thus 
does not have an influence on an active working process executed in that device. This 
is in direct contrast with the present claimed arrangement that includes "a current 
operating parameter being stored in a working register of the peripheral IC, said 
working process working with the current operating parameter stored in said working 
register" and a "transfer pulse triggering transferring of the buffered operating 
parameter to the working register, wherein the buffered operating parameter becomes 
active in said working process of the peripheral IC once written into said working 
register". In contrast to the claimed arrangement which transfers the buffered operating 
parameter to modify operation of the working process on the peripheral IC, the purpose 
of transferring the configuration information into the EEPROM 58 of Davidson is for 
permanently storing that configuration information so that it will be available in the 
peripheral device immediately after start up. Thus, contrary to the assertion in the 
Office Action, a person skilled in the art would not consider the configuration register 
and EEPROM 58 of Davidson as being equivalent to the present claimed "preregister" 
and "working register", respectively. 

Figure 2A- 2F of Iwazaki depicts separate signals that include data (Fig. 2D), 
control (Fig. 2D), and clock (Fig. 2A) signals. Applicant assumes that the "bus 5" of 
Iwazaki Figure 1 consists of all of the six different signals shown in Figures 2A-2F. 
Thus, the "bus" of Iwazaki consists of at least the address signal line (Fig. 2C), a 
control signal line (Fig. 2D), a data signal line (Fig. 2E) at least two separate bus start 
and bus stop signal lines (Figs. 2B and 2F). These 5 or 6 different signal lines 
represent the "bus" of Iwazaki. However, similarly to Davidson, Iwazaki fails to teach 
or suggest "buffering the operating parameter in a preregister of the peripheral IC in 
which said operating parameter does not have an effect on a working process of the 
peripheral IC, a current operating parameter being stored in a working register of the 
peripheral IC, said working process working with the current operating parameter 
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stored in said working register" and "sending a transfer pulse from the central IC to the 
peripheral IC via the control line, the transfer pulse triggering transferring of the 
buffered operating parameter to the working register, wherein the buffered operating 
parameter becomes active in a said working process of the peripheral IC once written 
into said working register" as in the present claimed arrangement. 

Additionally, Isfeld teaches, in Figure 2, that intermediate timing signals enO 
(signal 213, Fig. 1) and enl (signal 216, Fig. 1) are generated by the circuit of Figure 1 
for the purpose of producing an enable signal (signal 208, Fig. 1) via NOR gate 209. 
The enable signal from the combination of enO and enl is an intermediate signal used 
to enable tristate buffer 200 driving a bi-directional bus line 201 which allows 
synchronized data from a latch 203 to be driven on the bus line 201. (See Isfeld, 
Figures 1, 2, and col. 5 lines 21-32). As shown in Fig. 2 of Isfeld, intermediate timing 
signals enO and enl are generated with the use of the intermediate timing toggle signal 
301 and the rising edge of clock signal 300. Applicant notes that the toggle signal and 
the enO and enl are intermediate timing signals and are not used as a bus interface 
signal such as signal 201. Although Isfeld teaches the generation of intermediary 
timing signals enO and enl using an intermediary toggle signal these are not output as a 
bus signal. Thus, similarly to both Davidson and Iwazaki, Isfeld fails to teach or 
suggest "buffering the operating parameter in a preregister of the peripheral IC in 
which said operating parameter does not have an effect on a working process of the 
peripheral IC, a current operating parameter being stored in a working register of the 
peripheral IC, said working process working with the current operating parameter 
stored in said working register" and "sending a transfer pulse from the central IC to the 
peripheral IC via the control line, the transfer pulse triggering transferring of the 
buffered operating parameter to the working register, wherein the buffered operating 
parameter becomes active in a said working process of the peripheral IC once written 
into said working register" as in the present claimed arrangement. 

Moreover, even if the systems of Davidson, Iwazaki and Isfeld were combined, 
the result would fail to teach or suggest each feature of the present claimed 
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arrangement. Specifically, a system resulting from the combination of Davidson, 
Iwazaki and Isfeld would result in the transfer of a peripheral IC operating parameter 
that immediately becomes active in the peripheral IC. This is fundamentally different 
from the present claimed arrangement which buffers an operating parameter in a 
preregister and the buffered parameter has no effect on the current active working 
process in the peripheral IC which is controlled by the current operating parameter 
stored in the working register. The peripheral IC is only controlled by the buffered 
operating parameter after the buffered parameter is transferred to the working register. 
Therefore, Davidson (with Iwazaki and Isfeld) fails to teach or suggest "buffering the 
operating parameter in a preregister of the peripheral IC in which said operating 
parameter does not have an effect on a working process of the peripheral IC, a current 
operating parameter being stored in a working register of the peripheral IC, said 
working process working with the current operating parameter stored in said working 
register" and "sending a transfer pulse from the central IC to the peripheral IC via the 
control line, the transfer pulse triggering transferring of the buffered operating 
parameter to the working register, wherein the buffered operating parameter becomes 
active in a said working process of the peripheral IC once written into said working 
register" as in the present claimed arrangement. Thus, as each feature of amended claim 
1 is neither taught nor suggested by Davidson alone or in combination with Iwazaki 
and Isfeld, the current Office Action fails to make a prima facie case that the present 
claimed arrangement is obvious in view of Davidson (with Iwazaki and Isfeld). 

Claim 4 is dependent on patentably distinct Claim 1 and thus is also rendered 
non-obvious under 35 USC § 103(a) per MPEP §2143.03. Applicant respectfully 
requests withdrawal of the present rejection under 35 USC § 103(a). 

Amended independent claim 6 includes features similar to those in amended 
claim 1 and is thus considered patentable for the reasons presented above with respect 
to claim 1 . Thus, as each feature of amended claimed 6 is neither taught nor suggested 
by Davidson alone or in any combination with Iwazaki and Isfeld, the current Office 
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Action fails to make a prima facie case that the present claimed arrangement is obvious 
in view of Davidson (with Iwazaki and Isfeld). 

Claim 9 is dependent on patentably distinct Claim 1 and thus is also rendered 
non-obvious under 35 USC §103(a) per MPEP §2143.03. Applicant respectfully 
requests withdrawal of the present rejection under 35 USC § 103(a). 

In view of the above remarks and amendments to claims 1 and 6, it is 
respectfully submitted that each feature of amended claims 1 and 6 are neither taught 
nor suggested by the combination of Davidson, Iwazaki, and Isfeld. Thus, the current 
Office Action fails to make a prima facie case that the present claimed is obvious in 
view of Davidson, Iwazaki, and Isfeld. Therefore, it is further respectfully submitted 
that this rejection has been overcome and should be withdrawn. 

Claims 1 1-13 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Patent No. 5,428,748 to Davidson in view of U.S. Patent No. 6,073,244 to 
Iwazaki, in further view of U.S. Patent No. 5,664,166 to Isfeld, and in further view of 
U.S. Patent No. 7,120,427 to Adams et al. (Adams). Applicant respectfully traverses 
the rejection via amendment of independent Claim 6. 

Applicant notes that the combination of Davidson, Iwazaki, and Isfeld fails to 
establish a prima facie case of obviousness against pending amended independent 
Claim 6, upon which Claims 11-13 depend, because the combination of Davidson, 
Iwazaki, and Isfeld fails to teach or suggest "buffering the operating parameter in a 
preregister of the peripheral IC in which said operating parameter does not have an 
effect on a working process of the peripheral IC, a current operating parameter being 
stored in a working register of the peripheral IC, said working process working with the 
current operating parameter stored in said working register" and "sending a transfer 
pulse from the central IC to the peripheral IC via the control line, the transfer pulse 
triggering transferring of the buffered operating parameter to the working register, 
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wherein the buffered operating parameter becomes active in said working process of 
the peripheral IC once written into said working register" as in the present claimed 
arrangement. The addition of Adams to the combination of Davidson and Iwazaki does 
not change that result. Accordingly, Claims 1 1-13 are not rendered obvious by the 
combination of Davidson, Iwazaki, Isfeld, and Adams per MPEP §2143.03. 

Applicant respectfully requests reconsideration and withdrawal of the 35 USC 
§103 (a) rejections on Claims 1 1-13 in light of the amendment to independent Claim 6 
and the arguments presented above. 

Conclusion 

Applicant respectfully submits that the pending claims patentably define over 
the cited art and respectfully requests withdrawal of the present 35 USC § 103(a) 
rejections, and reconsideration for a Notice of Allowance. 

If there are any additional charges in connection with this requested 
amendment, the Examiner is authorized to charge Deposit Account No. 07-0832 
therefore. 

Respectfully submitted, 
Heizmann et al. 

Date: January 27, 201 1 /Jerome G. Schaefer/ 

Jerome G. Schaefer 
Attorney for Applicant 
Registration No. 50,800 
(609) 734-6451 
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